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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 
IN RE APPLICATION OF: : 

SHIGENOBU MAEDA : EXAMINER: PYONIN, A. 

SERIAL NO: 09/761,738 

FILED: JANUARY 18, 2001 : GROUP ART UNIT: 2824 

FOR: MANUFACTURING METHOD OF SEMICONDUCTOR WAFER, 

APPEAL BRIEF UNDER 37 C.F.R. §1 .192 

ASSISTANT COMMISSIONER OF PATENTS 
WASHINGTON, DC 20231 

SIR: 

This is an appeal from a final Office Action mailed February 21, 2002. A NoticS of 
Appeal was timely filed on May 2 1 , 2002. ^ jjW 




I REAL PARTY IN INTEREST 
The real party in interest in this appeal is MITSUBISHI DENKI KABUSHIKI 
KAISHA having address at 2-3 , Marunouchi 2-chome, Chiyoda-ku, Tokyo 100-8310 
JAPAN. 

II. RELATED APPEALS AND INTERFERENCES 

Appellants, Appellants 1 legal representative and the assignees are aware of no appeals 

or interferences which will directly affect or be directly affected by or have a bearing gfi the 

Board's decision in this appeal. & c 
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IIL STATUS OF THE CLAIMS 



Claims 21-24 stand finally rejected and are herein appealed. 



IV. STATUS OF THE AMENDMENTS 



An amendment was timely filed on January 24, 2002, and a Supplemental 
Amendment was filed on February 12, 2002 to correct a grammatical error in the claims. In a 
Final Office Action mailed February 21, 2002, the Examiner finally rejected Claims 21-24. A 
Notice of Appeal was timely filed on May 21, 2001 . The attached Appendix I reflects Claims 
21-24 as presently pending on appeal. 



The invention is directed to a method of manufacturing a semiconductor device. As 
described in the specification, the field of semiconductor device manufacturing has 
experienced a recent trend in that circuit components or elements called "intellectual 
properties" are being combined into highly integrated circuits. 1 Each of the intellectual 
properties is itself a large scale integrated circuit composed of many circuit elements 
combined to provide an overall function for the intellectual property. 2 However, conventional 
semiconductor device manufacturing techniques are inflexible and allow the mass production 
of relatively few kinds of highly integrated circuits, making profits difficult to realize in the 
integrated circuit manufacturing industry. 3 The present invention is directed to a flexible 



V. SUMMARY OF THE INVENTION 



'Specification at page 2, line 22-page 3, line 2. 
2 Id. 

3 Specification at page 3, lines 3-10. 
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system for manufacturing semiconductor devices that allows the mass production of several 
kinds of highly integrated circuits. 4 

Figure 35 of the present specification is a circuit diagram showing a plurality of 
intellectual properties (IP1 through IP4) of a personal computer integrated into a single 
semiconductor chip. 5 Figure 38 is a block diagram of an exemplary semiconductor 
manufacturing apparatus in accordance with the claimed invention. As seen in Figure 38, the 
manufacturing apparatus includes a mask pattern generating portion 126 for generating a 
mask pattern for each intellectual property of the entire circuit of the personal computer, and a 
mask pattern transfer portion 127 for transferring the mask patterns to a predetermined 
portion of a semiconductor chip based on a layout pattern provided by the synthesizing 
portion 1 18. 6 As seen in Figure 39, each mask pattern is provided with superposition marks 
132 used for arranging mask patterns on the semiconductor chip. The mask patterns of the 
plural intellectual properties are arranged side by side by overlapping the superposition marks 
of adjacent intellectual properties as shown in Figure 40. 



VI ISSUES 

The first issue for review is whether one or more of Claims 21-24 are unpatentable as 
being indefinite under 35 U.S.C. §1 12, second paragraph? The second issue for review is 
whether one or more of Claims 21-24 are unpatentable under 35 U.S.C. §102 as being 
anticipated by U.S. Patent No. 3,760,384 to Krolikowski et al. ? 



Specification at page 9, lines 11-12. 
Specification at page 31, lines 7-10. 
Specification at page 34, lines 16-23. 
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VII. GROUPING OF THE CLAIMS 



For the first and second issues, Claims 21-24 stand or fall together. 



VIII. ARGUMENT 



A. THE FIRST ISSUE 



The term "intellectual properties" in Claims 21 and 22 is not indefinite under 35 
U.S.C. §112. second paragraph . 

A claim is not indefinite under 35 U.S.C. § 1 12, second paragraph, if the scope of 
the claim would be reasonable ascertainable by those skilled in the art. Ex parte Porter, 25 
USPQ2d 1 144, 1 145 (Bd. Pat. App. & Inter. 1992). Appellants first note that the term 
"intellectual property" has an accepted meaning in the semiconductor industry. Specifically, 
intellectual properties are predefined circuits that can be formed on a semiconductor wafer as 
a component of a larger operational circuit. Attached in Appendix II are internet web page 
print-outs that use the term intellectual property in this context. Thus, "intellectual property" 
as recited in Appellants claims 21 and 22 is not indefinite to one of ordinary skill in the art of 
semiconductor devices. 

Moreover, under 35 U.S.C. § 112, second paragraph, the specification shall conclude 
with one or more claims particularly pointing out and distinctly claiming the subject matter 
which the applicant regards as his invention. When the specification states the meaning that a 
term in the claim is intended to have, the claim is examined using that meaning, in order to 
achieve a complete exploration of the applicant's invention and its relation to the prior art. In 
re Zletz, 893 F.2d 319, 13 USPQ2d 1320 (Fed. Cir. 1989). Appellants submit that in addition 
to its accepted meaning in the art, the term "intellectual properties" is defined in the 
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specification with sufficient clarity to enable one of ordinary skill in the art to reasonably 
ascertain the scope of the claim. 

Specifically, the specification reads as follows: 

This is followed by a move afoot to form a highly integrated circuit by 
combining various circuit components (referred to as "microcells" or "IP 
(Intellectual Property)"), each composed of circuit elements and performing a 
certain function. 7 

Moreover, as noted in the Summary of the Invention section above, Figures 35-40 and the 
accompanying text describe the intellectual properties as functional circuits such as the 
microprocessor IP1, memory controller IP2, cache memory IP3, memory IP4, and graphics 
controller IPS shown in Figure 35. One of ordinary skill in the art would be able to ascertain 
from this specific disclosure and the disclosure as a whole that the intellectual properties are 
circuits that include a plurality of circuit elements to perform a certain function. 

Finally, contrary to the position in the Final Action, the definition of intellectual 
properties in the specification is not repugnant to the accepted meaning of this term. First, as 
is evidenced from the above discussion, Appellants use of the phrase intellectual property is 
consistent with an industry accepted meaning for this term. Moreover, repugnance signifies 
an inconsistent meaning. However, one can easily understand how "intellectual property 
may be used to describe a functional circuit because such circuits frequently embody 
"intangible creations of the human intellect that are protected by law," which is the accepted 
meaning of intellectual property, as the Final Action quotes. 8 Therefore, the rejection under 
35 U.S.C. §112, second paragraph, should be reversed. 

'Specification at page 2, line 24 - page 3, line 2. 
8 Official Action at page 2, paragraph 3. 
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B. THE SECOND ISSUE 

Krolikowski et al. does not teach arranging each mask pattern of the plurality of 
intellectual properties for a layout pattern as recited in Claim 21. 

As noted in the argument of the first issue, intellectual properties are circuits that 
include a plurality of circuit elements to perform a certain function. Claim 1 recites arranging 
each mask pattern of the plurality of intellectual properties for a layout pattern. Thus, Claim 
1 is directed to arranging mask patterns of a plurality of functional circuits that each include a 
plurality of circuit elements. As an example of this, the microprocessor IP1 in Figure 35 is 
an intellectual property that performs the function of processing using various circuit 
elements such as arithmatic logic units (ALU) and memory registers, for example. In 
contrast, the reference to Krolikowski et al. discloses a method of fabricating an FET memory 
chip. The method uses separate masks to define and form the different regions of the FET 
devices. These masks are mask patterns of portions of a discrete electronic component (i.e. 
the FET) and not mask patterns of a plurality of intellectual properties. Thus, Krolikowski et 
aL does not teach the limitation of arranging each mask pattern of the plurality of intellectual 
properties for a layout pattern. Therefore, Claim 21, and Claims 22-24 which depend 
therefrom, patentably define over Krolikowski et al . 

IX. CONCLUSION 
Appellants submit that Claims 21-24 meet the requirements of 35 U.S. C. §112, 
second paragraph, and that the prior art neither discloses nor suggests the method 
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of manufacturing a semiconductor device as recited in Claims 21-24. Accordingly, it is 
respectfully requested that all the rejections still pending in the final Office Action be 
REVERSED. 

Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.( 




22S50 

(703) 413-3000 
Fax#: (703)413-2220 
GJM:EDG:abs 

I:\atty\edg\0057-Mitsubishi\202009\appeal_brief.ab.wpd 



Gregory J. Maier 
Registration No. 25,599 
Attorney of Record 
Edwin D. Garlepp 
Registration No. 45,330 
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APPENDIX T 



CLAIMS ON APPEAL 



21 . (Amended) A method of manufacturing a semiconductor device for building a 
circuit composed of combined plural intellectual properties into a semiconductor chip, 
comprising: 

arranging each mask pattern of said plural intellectual properties for a layout pattern. 

22. (Twice Amended) The method of manufacturing a semiconductor device 
according to Claim 21, wherein 

said each mask pattern of said plural intellectual properties has a mark for positioning, 

and 

positioning of said mask patterns is performed by superposing one of said marks on 
another of said marks. 

23. A semiconductor device manufactured by the method according to Claim 21. 



24. A semiconductor device manufactured by the method according to Claim 22. 



Inyentra Intellectual Propei^J^ores 
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APPENDIX II 
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General Information 

■ About IP 

■ Events 

■ Industry Articles 

■ IP Viewpoint 

■ Press Releases 

■ Success Stories 
Product Information 

■ Bluetooth Platform 

■ IP Catalog 

■ Inventra IPX 

■ USB On-The-Go 

■ e Parts 

■ Technical Publications 
Business Center 

■ How to place an Order 
" IP Emulation 

■ IP Evaluation 

■ IP Remarketing 
Program 

Industry Partners 

■ Design and Reuse 

Sign up for IP news 
updates 

Contact Us 

Customer Support 

Sales Offices 



Inventra Mentor Graphics IP Division 



Whether designing the latest in complex electronic consumer and communication techi 
meet increasingly tighter time-to-market windows, ASIC and IC designers are faced wii 
design reuse and third party intellectual property. Sourcing standard and application sp 
independent Intellectual Property (IP) developers enables ASIC and IC designers to cc 
optimizing system architecture and developing proprietary functionality. 

Mentor Graphics Inventra IP Division provides an expansive array of reusable cores fo 
consumer digital, computing, networking and communication applications. Inventra's ol 
processors, Viterbi and Reed-Solomon encoders/decoders, audio codecs, bus interfac 
controllers, Ethernet, ATM and Sonet data communication cores. 

All soft cores are available in Verilog and/or VHDL, which can be synthesized and targi 
process of choice. Inventra soft cores also support tool flow from all leading EDA vendi 

Each Inventra product is a complete time-to-market solution. All soft core products inch 
synthesizable model, synthesis scripts as well as documentation. 

Key Features 

• Broad offering of Cores for a variety of Applications and Markets 

• EDA Tool and Process Independent 

• Deliverables Include Synthesizable RTL Code, Documentation, Synthesis Script 

• VSIA Compliant 



Customer Support 
► Login (current users) 



AM users get access to: 

• software releases 

• documentation 

• support & training 



Learn more & sign 



company | careers | investors | news | support | education services | mentor worldwide 
products | partners | events | site index | contact us | privacy | end user license | terms of 



Product, Sales & Event Information: 1-800-547-3000 
Corporate Headquarters: 1-800-592-2210 or 1-503-685-7000 
®Copyright 1997-2002 Mentor Graphics Corp, Wilsonville, OR USA 



http://www.mentor.com/inventra/cores/ 
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Search far IP/SoC 

- silicon IP Catalog ; The workfe 1ar0«* directory Sffloon IP 

flntellectuaj Property), SoC Configurable Design Platforms and System 
On a Programmable Chip Products from 200 vendors 

■ xp Search/Find Club : The worldwide place to trigger the most 
strategic IP business deals 



Ptana SoC Prelect 

■ Plan a SoC Project : Compatible resources for buidtng a SoC around a 

core such as ARM, MIPS, PowerPC 
• IP Interconnection: Some expertises about Internal Interconnection 

Buses 




Ah out 




Hnd «n expert ; Find an expert in a comprehensive catalog of SoC 
design experts and qualfled design centers 
View projects : View ell the projects posted and apply for them 
Pest your Project : Post your project for quick access to the best 
electronic experts 



Search for Toole 

■ Embedded Systems : Software Development, Debug Tools, 
Development boards, Development KJta and EDA models 

- EDA Tool Catalog : IP Exchange, IP Interface A Bue Protocol, IP 
Protection, IP Synthesis, IP High Level Deaign. HW/SW Co-design 
Toots,Place & Route / Floorplanner, Layout Verifier & Extractor, IP 
Layout Optimizer, Physical migration. 



Ouetftfy your 8oC 

* Welcome : IP and SoC validation one of the hottest issues in IP 
Exchange 

* Verification Tools : Integration, Simulation & Verification Tools 



http://www,us.desigri-rcusexorn/MAP/consumer5Mml 
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Design Ana nouw 




Introducing 
LE limes 
Digital 



- prototyping Tool* : Virtual Prototyping and HardwSfT Prototyping 
platforms 

* Learn Mora: News, Articles, Links,..,. 



Hot Comers 

- IBM PowerPC 

* Memory : Information, toote and support services for developing 

system-on-chip using memory 
» Bluetooth : SoC-related Bluetooth resources 



In the 8oC world 

. Headline Hews is designed to give you ' "P^^, 1 ^?^^ ^ 
"e~nt SoC-retatedl^ In the electronics domain 

» Legal Business 

- Industry AfthcUa 

* Conference* / E*hib***ons 
■ Regional Seminars 

* Online Seminars 

- Online Bookstore 

* 3ob Corner 

- SoC News Alert 




Free Download 

• Open source* Free IP Cores Projects : Links to free IP Cores Projects 
« Pre* Protected IP Models : IP models can be downloaded for free. 

• Tool Demos : In this section, you will find product demos P™**<** 
tool vendors for evaluation purpose. These toote are IP or Soc 
en abler*. 



IP 



De*iaji'2O00 



About D*R 

» DM Mission 
» D*R Partners 
» 0%R newsletters 

■ Contact Us 

■ Register 



alck for printer-friendly version 
Sponsor Links 



http://www.us.desi ^reuse.con 
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the C166S to now part of the 
Synopsys DeelgftWare library I 

Dolphin Integration 
FlipBOSl Is the SOLE core to 
protect your data and software 
Intellectual Property! 



ARM 

ARM adds Java extension* to 
arm9 core 

IBM Mkxoelectr on lea 

Visit the PowerPC Developer 

Cornor. 



As it Happens... 



Home I Feedback \ Register | Site Map 

O 
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All material on this site Copyright * 2002 Design And Reuse S.A. All rights reserved. 



http;/ / vmw.us.design-reuse.com/MAP/consumers.html 

9 d 2ZZ8«fr089¥IIX/90:2Ha/80:2l(WBSlW $2002 



14/07/05 

1808-9*69-90 fittSttUtt - AS - OS WOdd 

2002/H/Z 'MdL L= LI = *e paAiaoay 




DOCKET NO: 202009US2DIV 



COMMISSIONER FOR PATENTS 
WASHINGTON, D.C. 20231 



Oblon 



Sftvak 



McClelland 

Mater 

& 



Neustadt 



p.c. 



SIR: 



RE: U.S. Application 

Serial No: 09/761,738 

Filed: January 18, 2001 

Inventor: Shigenobu MAEDA 

For: Manufacturing Method of Semiconductor 



ATTORNEYS AT LAW 

Gregory J. Maier 

(703)413-3000 
GMAIER@OBLON.COM 

Edwin D. Garlepp 
(703)413-3000 
EGARLEPP@OBLON .COM 



Attached hereto for filing are the following papers: 



APPEAL BRIEF w/ APPENDICES I AND E (IN TRIPLICATE) 



Our check in the amount of $ -320.00- is attached covering any required fees. In the event 
that any variance exists between the amount enclosed and the Patent Office charges for filing the 
above-noted documents, including any fees required under 37 CFR 1.136 for any necessary 
Extension of Time to make the filing of the attached documents timely, please charge or credit our 
Deposit Account No. 15-0030. Further, if these papers are not considered timely filed, then a 
petition is hereby made under 37 C.F.R. 1.136 for the necessary extension of time. A duplicate copy 
of this sheet is attached. 
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Respectfully submitted, 
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OBLON, SPIVAK, McCLELL^D, 
MAIER & NEUSTADT, P.C. 



Gregory J. Maier 
Attorney of Record 
Registration No. 25,599 
Edwin D. Garlepp 
Registration No. 45,330 
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1755 Jefferson Davis Highway I Fourth Floor I Arlington, Virginia 22202 I U.S.A. 
Telephone: 703-413-30001 Facsimile: 703-413-22201 www.oblon.com 



